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FOR INNOVATION

Introduction. Innovations are considered impossible without intellectual, creative work of authors. Inventors and others
are involved into this process. Ukraine has approved striving to become technologically developed and competitive mem-
ber of international relationships in the view of information era.

Problem Statement. Most of patents issued in Ukraine do not provide profitability for patented technical solutions.
Thus, effective commercialization of intellectual property rights is crucial on the way to the developed innovative economics
of Ukraine. Commercialization of intellectual property rights is considered as the foundation for innovation process.

Purpose. The purpose is to disclose the concept of commercialization of intellectual property rights.

Materials and Methods. The concept and elements of intellectual property commercialization have been analyzed.

Results. The commercialization of intellectual property rights is characterized by graduality, which is reflected in stages
which are realized one after another.

Conclusions. The following stages (elements) of commercialization of intellectual property have been identified: identi-
fication of the object of intellectual property and obtaining a security document, unless otherwise provided by law; marke-
ting (product identification, market analysis, sales channels, pricing, audit), which includes, in addition to the above promo-
tion of the product / service using the object of intellectual property; valuation of intellectual property (cost method, market
(comparative), income methods of valuation); intellectual property rights insurance; search for users and conclusion of
agreements with them on exploitation of intellectual property rights. The research has focused on some types of agree-
ments connected directly or indirectly with intellectual property: license, license agreement, assignment agreement, fran-
chise agreement, non-disclosure ( confidentiality) agreement, and collaboration agreement.
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Promotion of innovations is vital for economic | Samsung), cooperate with Ukrainian scientists
and social development of every democratic soci- | on various research projects, as well as investing
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ber of international relationships in the view of | port. 2007—2017 was conducted by several IT
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Poland. At the same time issued patents do not
provide profitability for patented technical solu-
tions. Thus, effective commercialization of intel-
lectual property rights is crucial on the way to
the developed innovative economics of Ukraine.
Scientific analyze of intellectual property com-
mercialization is due to the fact of relevance of
the issues mentioned above. Particular aspects of
commercialization of intellectual property were
emphasized by such Ukrainian and foreign scho-
lars: I. Dakhno, V. Kuntsevych, I. Koval, O. Oryluk,
O. Pidoprigora, O. Svyatotsky, I. Korostoshova,
V. Bazilevich, V. Zharov, Yu. Kuznetsov, M. Paladii,
V. Potekhina, A. Pidoprigora, and P. Tsybulov.
Innovations and objects of intellectual proper-
ty are the economic drivers of the modern world
economy. These sectors are powerful engines for
economic and prosperity growth not in particular
country but worldwide. Today, we live and inte-
ract in a global economy, built on information
technology and aims to generate profit from the
results of intellectual activity as intangible bene-
fit. The role of intellectual property in recent de-
cades has changed, due to the concentration of
economic interest in the new knowledge embo-
died in specific technical solutions and their legal
protection. Mark Getty, the owner of Getty Ima-
ges, once noted that “intellectual property is the
oil of 21 century” Technology transfer in the pro-
cess of innovation and economic growth has be-
come more central since the emergence of the so-
called knowledge-based economies. Moreover, the
transformation of patented knowledge and inno-
vation into commercial value depends primarily
on strong intellectual property rights and effi-
cient transfer and acquisition. According to the In-
ternational Monetary Fund, by 2016, the amount
of fees paid for the use of intellectual property
worldwide amounted to USD 372,006 billion as
compared with the same indicator in 1960 — USD
6,599,997 million [2]. In our view innovation
should be considered as multidimensional con-
cept. Successful innovation can be on multiple
dimensions, not merely on a product or service
basis. This system includes intellectual property,

network, customer experience, commercializa-
tion. Intellectual property becomes an integral
part of economic processes for profit only if it is
commercialized, that is a set of certain measures
of an economic and legal nature.

Realization of an innovative model of Ukraine’s
development is impossible without the creation
of a modern system of normative regulation of re-
lations in the field of the results of intellectual
activity, which would provide reliable protection
of the rights of authors, performers, inventors
and guaranteed prevention from possible infrin-
gements. Effective commercialization of intellec-
tual property is aimed not only at creating an in-
novative product, but also the registration of
rights by obtaining a security document.

It is not a secret that under current conditions
in Ukraine it is much easier to obtain a patent for
a utility model issued on the basis of the results of
a formal examination to an invention, the proce-
dure for the patenting of which involves verifica-
tion in the course of the qualification examina-
tion of the declared result for compliance with
the conditions of patentability. At the same time,
in other countries patents do not generally issued
for utility models as such as they do not guaran-
tee the “patent purity” of an innovative solution.
So, in the US [4] and UK [5] legislation, the uti-
lity models are not protected. In the European
Union (Hungary, Germany, Spain), patents for
utility models are issued, however, the condition
of their patentability of utility models is to test
the requirements of relative novelty. According
to the legislation of Ukraine, the requirement of
patentability for inventions and utility models is
the presence of world-wide novelty, however, when
granting patents for an invention, such condition
is verified, and in the case of the patenting of uti-
lity models, this test is not carried out.

In Ukraine, the overwhelming majority of do-
mestic patents obtained under the national pro-
cedure are patents for utility models, that is, docu-
ments issued without verification of the patenta-
bility of the declared technical decisions as was
mentioned above. Thus, according to the consoli-
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dated annual report in 2016 there are 2422 app-
lications for a patent for an invention were filed
under the national procedure and 1673 according
to an international procedure [6]; 2813 patents
were issued (1277 in the name of national appli-
cants and 1536 in the name of foreign applicants).
9557 applications were filed for the patent for the
utility model, of which 9467 from national appli-
cants and 84 from foreign applicants, including
only 6 applications under the PCT procedure;
9044 patents were issued (8931 in the name of
the national applicants and 133 in the name of the
foreign applicants).

In the 1st quarter of 2018, 995 applications
were filed for patent applications (577 of them by
national procedure and 418 by international pro-
cedures), and 706 patents for the invention were
issued. 2408 applications were filed for the utility
model, of which 2375 were national applicants
and 29 were foreign; 2249 patents for utility mo-
dels were received.

The given statistics results in the following:
1) the overwhelming majority of the submitted
applications to the domestic patent office by the
national applicants are applications for a utility
model; 2) foreign applicants apply for a patent
for the invention in Ukraine and operate, general-
ly, on the basis of an international procedure in
accordance with the Patent Cooperation Treaty;
3) the number of patents issued for inventions, in
general, is the same for domestic and foreign app-
licants (1.2—1.5 thousand, respectively); 4) almost
all issued patents for the utility model (about
9 thousand) belong to domestic applicants; 5) the
ratio of issued in Ukraine patents for inventions
and patents for utility models in the name of do-
mestic inventors is 1/6, while this indicator is on
the behalf of foreign applicants is a ratio of 11,/1 [7].

Thus, the purpose of patenting by domestic
applicants is usually not to obtain a qualitative
security document (patent for an invention) that
can be effectively monetized, and the rapid ob-
taining of a patent for a utility model without
verification of the conditions of patentability of
the claimed technical solution. Therefore, the qua-
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lity of such patents may be rather low, and their
commercialization is also much more complica-
ted. At the same time, foreign applicants protect
in Ukraine their technical solutions in the form of
inventions, which increases the level of their sub-
sequent successful commercial use.

This situation has led to the spread of cases of
“patent trolling” in domestic practice, that is, the
obtaining of security documents for simple tech-
nical solutions with the aim of creating obstacles
or getting remuneration from business entities,
which use them for a long time in their business
activities. The length of the trial of cases on the
invalidation of security documents on intellec-
tual property objects, the cost of the process, the
need for judicial review, the possibility of appeal
and cassation appeal of the court decision and
other factors, of course, do not contribute to the
proper protection of the rights of subjects from
abuse in the field intellectual property rights. The
length of the litigation of cases on the invalida-
tion of security documents on intellectual pro-
perty, the cost of the process, the need for exper-
tise, the possibility of appeal and cassation appeal
of the court decision and other factors, of course,
do not contribute to the proper protection of the
rights from abuse in the field intellectual proper-
ty rights.

In these circumstances, we emphasize that the
legislative system of intellectual property protec-
tion should include a set of measures to combat
the abuse of patent rights. These include, in par-
ticular, the introduction of an administrative
procedure for the invalidation of patents issued
by the appellate body of the patent office; con-
solidation, along with the formal procedure, pro-
cedures for checking declared as utility models of
technical solutions for local novelty; establishing
liability for subjects who abuse the rights of intel-
lectual property, etc.

Inventors in choosing the forms of legal pro-
tection of the created technical solution as an in-
vention or as a utility model should also take into
account the prospects of commercialization of
their innovative product, the possibility of its re-
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alization by potential investors, the interest of
consumers in the use of objects of innovation, the
effectiveness of intellectual property rights pro-
tection on creative results.

In legal science, the commercialization of rights
to the results of intellectual activity is seen as
the main element of the innovation economy and
the complex phenomenon, the socio-economic pre-
mise of which is the perception of these rights as a
good, the need of others in which allows the right
holder to receive income as a result of their int-
roduction into turnover [3, p. 591].

I. Koval considers the commercialization of in-
tellectual property rights as a combination of le-
gal, financial, economic, technical, organizational,
managerial nature related to the organization of
activities in the area of the use of intellectual pro-
perty objects and the transfer of rights for these
objects in order to profit [8, p. 22] .

World Intellectual Property Organization gi-
ves a definition of commercialization of IP as a
continuum of activities and actions that provide
for the protection, management, evaluation, de-
velopment and value-creation of ideas, inven-
tions, and innovations to reduce them to practice
through prototypes and implemented processes
leading to the development of products and ser-
vices by entrepreneurs, startups, existing compa-
nies as well as governments resulting in econo-
mic, cultural and societal benefits [9, p. 121].

In our opinion, commercialization on the results
of intellectual activity should be considered as a
general-social (systematic) phenomenon.

As a systemic phenomenon, the commerciali-
zation of rights to the results of intellectual acti-
vity is a complex of social relations (economic, le-
gal, etc.) that ensure the perception of these rights
as a commodity, the need in which other persons
enable the right holder to profit from the intro-
duction of these rights into turnover [10, p. 39].

The mechanism of commercialization of intel-
lectual property includes separate elements, such
as the identification of a specific object of com-
mercialization, the search for effective personnel,
the formation of a system of legal protection of

intellectual property rights, the construction of
a system of marketing and sale of goods and / or
services, etc.

The defining element of commercialization of
intellectual property is the object of such com-
mercialization of rights to the results of intellec-
tual activity.

The object of intellectual property commer-
cialization is the exclusive proprietary intellec-
tual property rights of an intellectual property
object (for example, the right to use a trademark)
within the time limit, on the territory and in the
areas specified by law and / or a security docu-
ment issued by an authorized public authority.

In this regard, in the legal literature there is an
approach that the object of commercialization,
that is, the product, can not be the results them-
selves, although it is in their use and there is a
need for the manufacturer. The results of intel-
lectual activity are essentiall information the ac-
cess to which in most cases is opened, and eve-
ryone has the opportunity to own it. Economic
rights may be the subject of contracts, including
payments, which constitute the legal basis for the
commercialization of these rights and the use of
the results of intellectual activity in the innova-
tion process. Therefore, Art. 427 of the Civil Code
of Ukraine provides for a general rule that econo-
mic rights to intellectual property may be trans-
ferred to another person, including by treaties.

According to the method of ensuring legal pro-
tection, objects of commercialization can be divi-
ded into the following types: economic (property)
rights to objects of copyright and related rights,
economic rights to objects of industrial property
rights, economic rights to the means of individua-
lization of participants in civilian turnover. Con-
sidering that most innovations consist of techni-
cal solutions and means of individualization, co-
pyright or related rights won’t be examined in
details in this article.

The commercialization of intellectual proper-
ty rights is characterized by graduality, which is
reflected in stages that are realized one after an-
other. The Order of the State Committee of Uk-
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raine on Science, Innovation and Informatiza-
tion of 18.09.2010 No. 18 “On Approval of Met-
hodological Recommendations” provides for the
following mechanism for the commercialization
of scientific developments: technological audit,
marketing research, economic audit, obtaining
security documents, promotion, conclusion of a
contract. We consider this approach to be reaso-
nable in its content, although incomplete. In ad-
dition, when commercializing objects of property
copyright and related rights and means of indi-
vidualization of participants in civilian turnover,
the composition of this approach should be app-
lied taking into account the differences of each of
the objects of commercialization.

Taking into account international approaches,
domestic practice, it is expedient to allocate the
following stages of commercialization of intellec-
tual property rights:

1) identification of the object of intellectual
property and obtaining a security document, un-
less otherwise provided by law (for example for
copyright);

2) marketing (product identification, market
analysis, sales channels, pricing, audit), which inc-
ludes, in addition to the above promotion of the
product / services using the object of intellectual
property;

3) valuation of the of intellectual property (in
terms of cost, market comparative, profit-based
valuation methods);

4) economic rights protection of intellectual
property;

5) search for users and enter into agreements
with them on disposing of intellectual property
rights.

1. Commercialization of intellectual property
consists of different elements. The first element is
identification of intellectual property rights and
subsequent obtaining legal protection. Protec-
tion is often linked to state registration concer-
ning most of intellectual property rights: inven-
tion, utility model, trade mark, industrial design,
trademarks. As to copyright in innovation pro-
cess, software is often can be found as common
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object of commercialization, which is not subjec-
ted to compulsory registration under general rule
set in Berne Convention. As mentioned above we
will consider protection of technical solutions
(patents) and means of individualizations. In the
European Union one obtains the security docu-
ment for technical solution who has filed the
application first to the Intellectual property of-
fice. In comparison with the approach embraced
by the Unites States of America system — one
gets the legal protection who has primarily in-
vented technical solution. Under Ukrainian law
protection of exclusive economic rights in inven-
tion, utility model, trade mark or industrial de-
sign is granted after the state registration fina-
lized by issuing the certificate or patent. In this
regard such patents or certificates named “secu-
rity documents” as state ensures the holder that
his rights are protected under the law. Copyright
protection does not depend on registration or
any other formalities due to Berne Convention
provisions.

Choosing certain regime of legal protection for
intellectual solution legislation provisions and
requirements on legal protection should be con-
sidered. Exclusive economic rights vest in rights
in invention, utility model, trade mark or indust-
rial design only after state registration preceded
by procedure of testing. For invention test con-
ducted by experts to determine whether techni-
cal solution falls into the scope of patent protec-
tion: novelty, inventive step and capacity of in-
dustrial application (usefulness). If these three
requirements are met, then invention can be of-
fered a legal protection under patent. In order to
get a patent protection of invention inventor
should disclose the technical solution, thus so-
metimes regime of trade secret protection is mo-
re appropriate. Trade secret can protect any in-
formation, including, technical solutions, used by
enterprises in their commercial activity. Trade se-
cret does not imply registration or any other for-
malities linked to disclosure of such information
as the main feature is secrecy. Copyright protec-
tion is the least favorable regime of protection
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for technical solutions as protects the form of

expression but not idea and scope. The exclusion

could be made for computer programs and data
bases while they frequently are a part of innova-
tive projects. Still, in these cases copyright protec-
tion does not fall out of the “idea/expression” rule.

2. Marketing of the intellectual property is
conducted in order to study its market potential.

Marketing research should be carried out in the

following areas:

+ identification of potential markets and their
capacity, characteristics of market participants,
their market sphere;

+ the degree of monopolization of the market is
determined;

+ analysis of the state regulation of the market
areas related to the use of the object of com-
mercialization of intellectual property;

+ dynamics of potential markets is determined;

+ the level of profitability of potential markets is
determined;

+ information about competitors is provided.
One of means for effective marketing of intel-

lectual property rights by small and medium en-

terprises (SME) or startups is scientific park.

Scientific parks founded by academic and educa-

tion organizations play essential role in promo-

tion of innovation and economic growth. Cur-
rently 24 scientific parks registered in Ukraine.

Main aim of scientific park is conduction scien-

tific projects involving innovations and new tech-

nologies. SME can file their propositions on pro-
jects to special competition administered by scien-
tific park. By the end of competition, agreement
is concluded between scientific park and SME
for further project implementation. Support of
project realization can be provided under invest-
ment of scientific park itself, state authorities
or other commercial enterprises under contrac-
tual basis. Activity of Scientific parks in Ukraine
is regulated by special legislation — Laws of Uk-
raine “On Scientific Parks” and “On Innovative

Activity”.

3. Economic rights in intellectual property ow-
ned by a legal entity considered as an intangible

asset for which commercialization is expected to
be profitable. Profitability of the enterprise is due
to the combination of fixed assets, working capi-
tal and intangible assets. However, without pro-
per valuation of intangible assets, effective com-
mercialization is not possible. The valuation of an
intellectual property object from an economic
point of view is the definition of the potential
economic benefit of a particular intellectual pro-
perty asset. The value of intellectual property
property is directly related to the ability to ex-
clude a potential competitor from a particular
market segment, since legal protection gives the
exclusive right to use, prevent abuse and grant
permissions for use by third parties.There are
three well-known valuation methods of intellec-
tual property assets: cost method, market (com-
parative) method and income method. These met-
hods used in valuation of IP assets in European
Union and in Ukraine [11, p. 98; 12; 13].

Cost method is based on the assumption that
the value of the intellectual property asset is
equal to the investment put into it, as well as
bringing it into working condition. Such method
aims to determine the value of IP asset at a cer-
tain point of time by consolidating the direct ex-
penses (costs) and potential costs in its develop-
ment and including the obsolescence of an TP
asset. Prof. A. Damodaran states, that obsolescen-
ce of an IP asset generally understood through
physical deterioration, functional, technological
and economic obsolescence. However, physical
deterioration is not applicable to intellectual pro-
perty assets as they are intangible. But functional,
technological and economic obsolescence have
an affect on intellectual property asset, so should
be considered. Functional obsolescence of intel-
lectual property method linked to incur of opera-
tional costs excess. Technological obsolescence
occurs when technological progress in certain
sphere develops quicker then financial benefit of
intellectual property. For example, next genera-
tion of inventions protected by patent makes in-
tellectual property asset not relevant for current
market. Economic obsolescence occurs when it is
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not possible to return reasonable investment even
by the best forms of intellectual property asset
use [14].

Market (comparative) method is based on as-
sumption of comparing identical (if possible) in-
tellectual property assets exchange on the same
market at the same period of time. Such method
involves information from different data bases on
prices, exchange of identical intellectual proper-
ty assets, terms on transfer of rights (license ag-
reements, cross-license agreements), territory, na-
ture of intellectual property asset, industry etc.
Mentioned above factors are vital for accurate
valuation based on market method. Such method
is simple as it based on usage of information and
helps define inputs for the income method (fur-
ther analyzed in this article). Although, market
method resembles the mood of market at particu-
lar point of time based on information from open
sources not including “hidden” factors.

Income method based on expected economic
income generated by intellectual property asset.
This method is considered to be the most com-
monly used and accurate. There are four parame-
ters which must be quantified to use the income
method: (i) the amount of net income the asset is
expected to generate; (ii) the time period over
which the income is expected to be received; (iii)
the present value discount rate for future income
(arisk free rate of return plus an inflation adjust-
ment); and (iv) the risk of realizing the future in-
come (a risk premium adjustment) [15, p. 7].

4. Nowadays company manages its intellectual
property under specific policy or management
system which help increase income flow. Howe-
ver intellectual property owner can face risks
concerning exploitation of intellectual property
rights. In recent years intellectual property in-
surance has developed aiming to minimize such
risks. We consider intellectual property insurance
as an essential element of IP commercialization es-
pecially for small and medium enterprises (SME).

Insuring intellectual property risks linked to
registering, developing, exploiting, and protec-
tion of intellectual property rights as a strategic
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instrument of business development. Due to limi-
ted volume of this article will narrow analyze and
consider only insurance of economic intellectual
property rights owner granted under the patents,
avoiding copyright and trade secrets. Definition
of IP insurance sometimes brought through the
meaning of financial instrument as considered in
Viability of Patent Insurance in Spain by Elena
Pérez Carrillo and Frank Cuypers: “patent insu-
rance is a financial instrument that offers a gua-
rantee against a range of patent-related risks (de-
pending on the coverage afforded by each policy)
assessed as a mechanism for supporting research
and protecting patented research results” [16,
p. 16]. In our view intellectual property (patent)
insurance provides compensation of damages for
the patent owner once the insurance case occurs.
Patent insurance cover diverse patent-related
risks which form basis for classification of patent
insurance. Depending on whether patent holder
claims for insurance or potential user of such pa-
tent insurance could be classified into: patent en-
forcement litigation insurance and patent infrin-
gement liability insurance respectively. Patent
enforcement litigation insurance can cover legal
expenses for litigation and damages which should
be paid to the holder of patent. Patent infringe-
ment liability can cover legal expenses for litiga-
tion but excludes damages and fines. Michael J.
Meurer asserts that such insurance is not accep-
ted in the market and assumes it can be “explained
by greater uncertainty associated with patent
litigation as compared to copyright and trade sec-
ret litigation” [17, p. 18]. In our view it could be
also explained by high riskiness for insurer be-
cause estimated damages could result in low pro-
fit. Scholars classify patent insurance by insured
risk cover into single risk policies and multiple
risk policies:
Single risk policies are based on a clearly defined
+ cover that does not require extensive exclusion
provisions;
+ multiple risk policies combine coverage of se-
veral risks, which increases the cost of the pro-
duct and requires detailed exclusion clauses
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so that courts will not interpret policies more

broadly than intended by the insurer on under-

writing [16, p. 17].

By insurance sector Elena Pérez Carrillo and
Frank Cuypers classify:

+ legal expenses (or legal protection) insurance
is intended to counter certain perceived defi-
ciencies (high cost, duration, complexity) in
the mechanisms for settling IPR-related con-
flicts. For instance, where an IPR, e.g., a pa-
tent, is infringed by a third party, or where
R&D activities unintentionally infringe (or are
accused of infringing) third-party patents;

+ indemnity insurance covers the insured against
damage awards — even covering civil liabili-
ty — arising from a range of claims relating to
patent rights: losses sustained in the event a
patent is cancelled, contractual liabilities vis-
a-vis licensees, damage awards to third parties,
and the like. As it currently exists in the mar-
ketplace, IPR and patent insurance only rarely
covers any of these indemnities [16, p. 16].
Ukrainian insurers haven’t accepted patent in-

surance yet, as well as insurance of other intel-

lectual property rights although this market is
broad and perspective considering Ukrainian IT
industry development.

5. Legal forms of commercialization of intel-
lectual property should be fulfilled in written ag-
reements on the disposal (management) of intel-
lectual property rights. Art. 1107 of the Civil
Code of Ukraine defines the main types of cont-
racts used in the commercialization of intellec-
tual property:

+ license (exclusive, individual, non-exclusive)
(Article 1108 of the Civil Code of Ukraine);

+ licensing agreement (Article 1109 of the Civil
Code of Ukraine);

+ agreement on the transfer of exclusive econo-
mic rights of intellectual property (assignment)
(Article 1113 of the Civil Code of Ukraine);

+ franchise contracts (Ukrainian legislation na-
mes “commercial concession” such type of cont-
racts) (Article 1115-1129 of the Civil Code of
Ukraine);

+ contribution to the share capital of legal entity
(Article 115 of the Civil Code of Ukraine, Ar-
ticle 13 of the Law of Ukraine “On Business
Associations”);

+ other agreements on the management of intel-
lectual property rights (in particular, the agree-
ment on joint activities, Article 1130-1143 of
the Civil Code of Ukraine).

The most widespread legal forms of commer-
cialization of intellectual property in civil turn-
over in the field of intellectual property are the
license, licensing agreement and the agreement
on the transfer of exclusive intellectual property
rights (assignment).

The holder of intellectual property rights may
grant to others, by way of a licensing agreement,
a right under his or her patent application(s) or
patent(s) to use make and sell a protected prod-
uct (invention). In economics terms, the devel-
oper of knowledge or technological innovation
and owner of intellectual property rights avails it
to an appropriate business partner for more effi-
cient commercial exploitation.

The Civil Code of Ukraine defines a license as
the written authority of a licensor, that grants the
licensee the right to use an intellectual property
right in a limited area. According to Art. 1109 of
the Civil Code of Ukraine, under license agree-
ment should be understood, when one party (li-
censor) grants the other party (licensee) permis-
sion to use the of intellectual property rights (li-
cense) on terms determined by mutually defined
by parties agreement, taking into account the re-
quirements of this Code and other law.

The difference between these legal forms is
the will of parties: when transferring the right to
use the intellectual property right by concluding
a license agreement, the parties determine the
terms of use by mutual agreement, and when issu-
ing a license the licensee has no right to change
the terms of use of intellectual property.

The following types of license fees for using an
intellectual property can be classified:

+ royalties (the licensee pays the licensor during
the entire validity period of the license / licen-
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se agreement periodical fixed sum or a percen-

tage of the amount of profit or the amount of

turnover from the output);

+ lump (payment to the licensor of the amount
specified in the contract before the beginning
of the use of the intellectual property right /
mass release of licensed products);

+ combined (payment to the licensee of a fixed /
lump sum payment with the subsequent pay-
ment of the estimated price of the license in the
form of royalties).

Agreement on the transfer (assignment) of ex-
clusive economic rights of intellectual property
provides for the transfer of economic intellectual
property rights which is irrevocable. Taking into
consideration special features of intellectual pro-
perty rights — copyright, trade mark, assignment
may be carried out in respect of a part of rights.
Thus, holder of intellectual property rights may
keep other part of rights, for example, intellec-
tual property rights in a trademark for one of the
classes it was registered for. Intellectual property
rights for patented invention shall be transferred
only in whole but never partially. Partial assign-
ment of intellectual property rights is also pro-
vided for copyright under Article 31 of Law of
Ukraine on Copyright and related rights.

On the basis of an agreement on the transfer of
intellectual property rights one acquires, not only
the rights but obligations, such as the obligation
to maintain the validity of the patent or certifi-
cate [18, p. 8].

Franchise business model based on franchise
contract is known for long time since the Mag-
netic Telegraph Company used it in the late
80-ies of IXX century after Amos Kendall ac-
quired intellectual property rights in patent for
telegraph from well-known inventor Morse [19,
p. 8]. Franchise agreement allows parties to ag-
ree to the terms regarding the use of intellec-
tual property right, system, and expertise to be
franchised. Franchise agreement sets the condi-
tions of the use of the franchise system, including
the term length, franchise fee and royalties, as
well as a number of other aspects, like develop-
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mental assistance, methods, training, and mar-
keting.

Agreements on the disposal of economic rights
(transfer of rights, license etc.) of intellectual
property are not subject to mandatory state re-
gistration or notarial certification, unless other-
wise provided by the terms of the contract or by
law, but written for of mentioned above agree-
ments is mandatory.

Art. 1114 of the Civil Code of Ukraine pro-
vides that the fact of transferring exclusive pro-
prietary rights of intellectual property which, in
accordance with this Code or other law, is in for-
ce after their state registration shall be subject
to state registration. Consequently, treaties on
the transfer of exclusive proprietary rights of in-
tellectual property to a useful model, invention,
trademark, geographical indication, industrial de-
sign, plant variety, animal breed.

Since 2015 franchise agreemets are no longer
subjected to state registration which previously
created obstacles concerning practical possibili-
ty of signing such type of contracts.

Collaboration agreements outline the specific
contributions of different parties who work to-
ward a mutual goal (for example, where a research
institute and a private company are working on
a joint research and development project).

Confidentiality agreements (or non-disclosure
agreements — NDA) are important part of con-
tract system of commercialization as they facili-
tate transfer of confidential information in a pro-
tected manner so that the disclosing party’s con-
fidential information is secured from disclosure
to third parties (for example where an inventor
discloses invention to an investor). Frequently,
confidentiality (or non-disclosure) clauses are
set as a part of other agreements, for example, li-
cense or franchise.

Control over intellectual property assets as
continuing activity comprises monitoring on
compliance with terms of agreements concluded.
Besides that, right holder may provide monito-
ring on respect for his intellectual property rights
not transferred by other third parties as part of
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their product e.g. inventions or design. Such cont-
rol in this context may be conducted through
monitoring terms set in respected agreements.
For example, franchise contracts may contain
term on periodical reporting and conducting
annual audition.

CONCLUSIONS

In our opinion, commercialization of the re-
sults of intellectual activity should be considered
as a general-social (systematic) phenomenon.

As a systemic phenomenon, the commerciali-
zation of intellectual property rights is a complex
of social relations (economic, legal, etc.), which
ensures the perception of these rights as a good,
the need for which other persons enable the right-
holder to profit from the introduction of these
rights into turnover.

Commercialization of intellectual property
rights is characterized by a gradual process, which
is reflected in stages that are realized one after
another.

The following stages of commercialization of
intellectual property are identified: identifica-
tion of the object of intellectual property and
obtaining a security document, unless otherwi-
se provided by law; marketing (product identi-
fication, market analysis, sales channels, pricing,
audit), which includes, in addition to the above
promotion (promotion) of the product / service
using the object of intellectual property; estima-
tion of the object of intellectual property (on ex-
pense, market comparative, income methods of
evaluation); intellectual property rights insu-
rance; search for users and concluding with them
agreements on the management of intellectual
property rights; identification of intellectual
property object linked to legal protection, often
through state registration. Choosing certain re-
gime of legal protection for intellectual solution
legislation provisions and requirements on legal

protection should be considered. Exclusive eco-
nomic rights vest in rights in invention, utility
model, trade mark or industrial design only af-
ter state registration preceded by procedure of
testing. As to copyright in innovation process,
software is often can be found as common ob-
ject of commercialization, which is not subjec-
ted to compulsory registration.

Marketing of the intellectual property is con-
ducted in order to study its market potential.
Marketing research should be carried out in the
following areas: identification of potential mar-
kets and their capacity, characteristics of market
participants, their market sphere; the degree of
monopolization of the market is determined; an
analysis of the state regulation of the market
areas related to the use of the object of commer-
cialization of intellectual property; dynamics of
potential markets is determined; the level of prof-
itability of potential markets is determined; In-
formation about competitors is provided.

Valuation of intellectual property asset con-
ducted through three well-known valuation me-
thods of intellectual property assets: cost method,
market (comparative) method and income method.
These methods used in valuation of IP assets in
European Union and in Ukraine.

Intellectual property owner can face risks
concerning exploitation of intellectual property
rights, therefore in recent years intellectual pro-
perty insurance has developed aiming to mini-
mize such risks. We consider intellectual proper-
ty insurance as an essential element of IP com-
mercialization especially for small and medium
enterprises (SME).

For the purposes of this research we have fo-
cused on some types of agreements connected di-
rectly or indirectly with intellectual property: li-
cense, license agreement, assignment agreement,
franchise agreement, non-disclosure agreement,
collaboration agreement.

REFERENCES

1. Ukraine in the Global. Innovation Dimension Report. 2007—2017. URL: http://k750.media/wp-content/up-
loads/2018,/05/UReport_final-version_1.pdf (Last accessed: 31.05.2018).

100

ISSN 1815-2066. Nauka innov., 2019, 15(4)



Commercialization of Intellectual Property Rights as Foundation for Innovation

2. Charges for the use of intellectual property, payments (BoP, current US$) 2018. URL: https://data.worldbank.org/
indicator/BM.GSR.ROYL.CD (Last accessed: 05.06.2018).

3. Vasil'yeva, E. (2014). Sdelki, obespechivayushchiye kommertsializatsiyu prav na rezul ‘taty intellektual'noy deyatel'nosti
0 Rossiyskoy Federatsii i v Ukraine (sravnitel'no-pravovoy analiz). Kyiv: Yuridicheskaya praktika.

4. U.S. Patent Law, 35 U.S.C. §§ 1 et seq. (consolidated as of May 2015). URL: http://www.wipo.int/wipolex/en/de-
tails.jsp?id=15705 (Last accessed: 27.08.2018).

5. Copyright, Designs and Patents Act 1988. URL: http://www.wipo.int/wipolex/en/details.jsp?id=18023 (Last ac-
cessed: 27.08.2018).

6. Richnyy zvit za 2016 r. Cayt Ukrpatentu. URL: http://www.uipv.org/i_upload/file/AnnualReport/zvit_ukr-2016.
pdf (Last accessed: 27.08.2018).

7. Pokaznyky nadkhodzhennya ta roz-hlyadu zayavok ta reyestratsiyi okhoronnykh dokumentiv za I kvartal 2018 roku.
Sayt Ukrpatentu. URL: http://www.uipv.org/ua/1kv-2018 (Last accessed: 27.08.2018).

8. Koval, I. F. (2018). Komertsializatsiya prav intelektual'noyi vlasnosti. Kyiv: Yurinkom Inter.

9. WIPO 2018. URL: http://www.wipo.int/edocs/mdocs/mdocs/en/cdip_16/cdip_16_inf 4.pdf (Last accessed:
05.06.2018).

10. Maidanyk, L. R. (2014). Ponyattya ta mekhanizm komertsializatsiyi intelektual’'noyi vlasnosti v pravi Ukrayiny.
Yurydychna Ukrayina, 7, 39—40 [in Ukrainian].

11. Hudzovatyy, O., Voronovs'ka, R. (2013). Pidkhodi ta metody ots’ynky ob’yektiv intelektual’'noyi vlasnosti. Ekono-
michnyy analiz, 12, Ch. 3,95—99 [in Ukrainian].

12. Natsional'nyy standart No. 4 “Otsinka maynovoho prav intelektualnoyi vlasnosti” URL: http://zakon3.rada.gov.
ua/laws/show/1185-2007-%D0%BF (Last accessed: 05.06.2018).

13. Final Report from the expert group on IP valuation. EU Commission web-site. URL: https://ec.europa.eu/re-
search/innovation-union/pdf/Expert Group Report_on_Intellectual Property Valuation IP web 2.pdf (Last accessed:
05.06.2018).

14. TP and Finance: Accounting and Valuation of TP Assets and IP Based Financing By Prof. A. Damodaran Indian
Institute of Management, Bangalor URL: http://www.wipo.int/edocs/mdocs/sme/en/wipo_smes _bwn_13/wipo_smes
bwn 13 13 damodaran.pdf (Last accessed: 01.06.2018).

15. Hagelin, T. (2002). A new method to value intellectual property. American Intellectual Property Law Association
Quarterly Journal, 30, 353 [in English].

16. Elena Pérez Carrillo, Frank Cuypers. (2013). Viability of Patent Insurance in Spain. Madrid.

17. Michael Meurer. (2018). Allocating Patent Litigation Risk Across the Supply Chain. Texas Intellectual Property
Law Journal, School of Law, Law and Economics Research Paper No. 18—02 [in English].

18. Kodynets’, A. O. (2015). Dohovirni vidnosyny u sferi peredannya maynovykh prav intelektual'noyi vlasnosti. 7eori-
ya i praktyka intelektual'noyi vlasnosti, 2, 5—13 [in Ukrainian].

19. Mossoff, Adam. (2018). The Telegraph. A History of Intellectual Property in 50 Objects. Cambridge University
Press. George Mason Legal Studies Research Paper, no. 18—11. URL: http://dx.doi.org/10.2139/ssrn.3157857 (Last acces-
sed: 01.06.2018).

Received 14.09.18
Revised 21.11.18
Accepted 14.12.18

A.O. Koouneup, JI.P. Maiidanux
KuiBcbkuii Hattionasnbuuit yaisepcuret imeni T. [lleBuenka,
kadenpa iHTeIeKTya bHOI BJACHOCTI IOPUAMYHOTO (DAKYJIBTETY,
ByJI. Bomopumupcenka, 60, Kuis, 01033, Yipaina,
+380 44 239 3135, femida_knu@ukr.net

KOMEPIIAJII3ALIS IIPAB IHTEJEKTYAJIbHOI BJIACHOCTI
K OCHOBA THHOBAILI

Beryn. InHoBaitii HeMoskuBi 6e3 iHTeIeKTyalbHOI, TBOPYOI Mpalli aBTOPiB, BUHAXIAHUKIB Ta iHIIMX cy0'eKTiB iHHOBAIIIii-
HOTO TIpoliecy. YKpaiHa parte CTaTH TEXHOJIOTIYHO PO3BUHEHNM i KOHKYPEHTOCITPOMOKHIM YYaCHUKOM MIKHAPOJIHUX BiJl-
HOCWH B yMOBax iHdopmariitaoi epu.

IIpo6GaemaTuka. Komepiiiasisaliist pas iHTeJI€KTYalbHOI BJIACHOCTI PO3IVISANAETHCS K OCHOBA IHHOBAIIIHHOTO TIPOLIECY,
SIKIT TIpUTaManta TTOCTYOBITh. BibIricTh BUAannx B YKpaini MaTeHTiB He 3a6e3MeuyioTh MPHOYTKOBOCTI OXOPOHIOBAHNX
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TEXHIYHUX PillleHb, TO/I AK epeKTHBHA KOMEPIlialisallis npaB iHTeJeKTyaJbHOI BJIACHOCTI € BAKJINBOIO CKJIQ/[0BOIO PO3-
BUTKY iHHOBAIIITHOI €KOHOMIKN YKpainu.

Merta. Po3kpuTi moHaTTS KOMepIiiaaisallii npas iHTeJeKTyaabHOl BJACHOCTI.

Marepiam it MeToau. MeTou aHAJI3Y TIOHATD Ta CKIAOBIX KOMepIialisallii iHTeIeKTya bHOi BIACHOCTI.

PeayabraTu. /loBezieHo, 1Mo Komepitiasizaiis mpaB Ha Pe3yJIbTaTH iHTeJIeKTYaIbHOI AiSJIBHOCTI SIK CHCTEMHE SIBUTIE SIB-
JIsiE cOBOT0 KOMILIEKC CYCIIIBHIX BIZIHOCHH (€KOHOMIYHIX, IOPHANYHUX TOMIO), sIKi 3a0€31eUyioTh CIIPUITHATTS IIUX TPAB K
TOBaPY, OCKIIBKI MoTpeda B HhOMY iHIINX 0¢i6 A€ MOJKIUBICTD PABOBOJIOAIIBINO OTPUMYBATH TIPUGYTOK 3aB/ISIKI BBE/ICH-
HIO 1IMX 1paB B o6opot. Komepuiasisanist pas iHTeIeKTya bHOT BJACHOCTI XapaKTePU3YEThCs TTIOCTYTIOBICTIO, 110 BizoOpa-
JKAETHCS B €Talax, Peasisaiis sKux Bi0yBa€ThCs MOYEProBO.

BucnoBku. BuokpemiieHo Taki etanu KoMepiiasisaiil iHTeJIeKTya bHOI BJacHOCTI: igeHTudikalis 06’ eKTy iHTeIeKTy-
AJIbHOI BJIACHOCTI 1 OTPUMaHHSI OXOPOHHOTO JOKyMeHTa; MapkeTuHr (izeHTudikaliis ToBapy, aHajii3 puHKY, KaHajiu 30yTy,
1IHOYTBOPEHHS, ay/INT), SKUH BKIIOYAE, KPIM 3a3HAYEHOTO BUIIE, TPOCYBaHHS (PEKJIaMyBaHH: ) TOBAPY,/TOCIYTH i3 BUKO-
pucTaHHsM 00’€KTY IHTEIEeKTYaTbHOI BIACHOCTI; OIiHKA 06’ €KTY IHTEIEKTYaIbHOT BIACHOCTI (32 BUTPATHUM, PUHKOBHUM (T10-
PIBHAJILHUM), IOXIIHUM METO/IaMU OIIHKH ); CTPAaXyBaHHsa MAllHOBUX 11PaB iHTEJIEKTYAJIbHOI BJIACHOCTI; TTOIIYK KOPUCTYBa-
4iB Ta YKJIQ[AHH: 3 HUMU JIOTOBOPIB 1010 PO3NOPSIZKAHH MaiiHOBUMMU TIpaBaMM iHTEJIEKTyasIbHOI BjacHocTi. Jlocipkenns
30Cepe/IPKEHO Ha JIOTOBOPAX, OB SI3aHNX 3 IHTEJIEKTYaIbHOIO BJIACHICTIO: JIIIEH3iX, JTilleH31THNX I0T0BOpax, T0TOBOPAX PO
BiTYy’KeHHs MaiTHOBUX TIPaB, I0TOBOPAxX (paHUABUHTY, JOTOBOPAX PO HEPO3TOJIOMIECHHS, JOTOBOPAX TIPO CIiBIIPAIIIO.

Knrouoei caoea: koMmepiianisallis IpaB iHTeJIEKTyalbHOI BJIACHOCTI, iIHHOBAILiI.
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KOMMEPIHMAJIN3ALNA IIPAB UHTEJIJIEKTYAJIbHOM
COBCTBEHHOCTU KAK OCHOBA MHHOBAL NI

Beenenue. VHHOBaIMN HEBO3MOKHbI €3 MHTEJIEKTYaIbHOTO, TBOPYECKOTO TPY/Ia aBTOPOB, M300peTaTeieii 1 Apyrux
cyObEKTOB JJAHHOTO TIpollecca. YKpanHa CTPEMUTCS CTaTh TEXHOJOTMYECKH Pa3BUTHIM U KOHKYPEHTOCIIOCOOHBIM YYaCTHM-
KOM MEK/IYHAPO/IHBIX OTHOIIEHUI.

IIpo6GaemaTuka. KoMMepunanusanus npas MHTEIEKTYaJlbHOI cOOCTBEHHOCTH PacCMaTPUBAETCS KaK OCHOBAa MHHOBA-
IIHOHHOTO TIPOIECCa, KOTOPOW MPUCYIIA TTOCTEIEHHOCTh. BOMBIMUHCTBO BBIIAHHBIX B YKpanHe TaTEHTOB He 00eCTIeYnBaIOT
NPUOBLIBHOCTH TEXHUYECKUX PEIeH i, TOra Kak KOMMepIMaIu3alust [IPaB UHTEIEKTyaIbHOI COOCTBEHHOCTH SIBJISIETCS
BQ)KHOH COCTaBJIAIONIEN MHHOBAITMOHHON 9KOHOMUKH YKPAWHBI.

ITenb. PackpbiTh OHATHE KOMMEPIUAIM3AIME IPAB HHTELJIEKTYaIbHON COGCTBEHHOCTH.

Marepuansl U MeTobl. [IpoBejieH aHaIM3 TTOHSATHS W COCTABJISIONMX KOMMEPIHMAIN3allui WHTEIEKTYaIbHON cOOCT-
BEHHOCTH.

Pesyabratel. /[okazano, 4To KOMMepIUAIU3AIMs TIPAB Ha PE3YJIbTAaThl MHTEJJIEKTYATbHOM /IESITEIbHOCTH, KaK CUCTEMHOE
SBJIEHUE, TIPEICTABJIsIeT cO00IT KOMILJIEKC 00MIECTBEHHBIX OTHOIIEHUH (9KOHOMUYECKUX, IOPUANYECKUX U T.1.), obecrednBa-
IOLIMX BOCIIPUATHE 9THX [IPAB KaK TOBapa, OTPEOHOCTh B KOTOPOM APYTHX JIHIL AeT BO3MOKHOCTD IIPaBO00Ia1aTe o oy -
4aTh MPUOBLIL BCIEACTBIE BBEACHUS HTHUX TpaB B 060poT. KoMMeprmaausarus mpaB MHTEIIEKTYaabHOW COOCTBEHHOCTH
XapaKTePU3YeTCsl MOCTEINeHHOCTHIO, YTO OTOOPAKAETCS B 9TAIAX, KOTOPbIE PEATU3YIOTCS OIUH 32 IPYTUM.

Bsigopbl. BbiziesieHl ciieyrolme araibl KOMMEPIUAIU3ali MHTEIIEKTYaJlbHOH COOCTBEHHOCTI: MIeHTU(hHUKAINSA 00bEK-
Ta UHTEJJIEKTYaJbHOU COOCTBEHHOCTH U MOJIyYeHHsI OXPAHHOTO JOKYMEHTa, MapKeTUHT (MaeHTU(UKAIIMS ToBapa, aHaI13
PbIHKa, KaHaIbl CObITA, IIEHOOOPA30BAHUS, aY/IHT ), BKIIOYAIOIIMI MOMUMO YKa3aHHOTO BbIIIE IIPOABMKEHUS (PEKIaMbl) TO-
Bapa,/ycJIyru ¢ IpUMeHeHreM 00beKTa HHTEIeKTYabHON cOOCTBEHHOCTH; OlIEHKAa 00BEKTa HHTELIEKTYaIbHON cOOCTBEH-
HocTtH (10 3aTPaTHBIM, PHIHOYHBIM (CPABHUTEIBHBIM ), IOXO/[HBIM METOJIAMHU OIEHKH ); CTPaXOBAaHUE UMYIIECTBEHHbIX PAB
MHTEJJIEKTYaIbHON COOCTBEHHOCTH; MOMCK M0JIb30BaTEIed 1 3aKII0YEHHsT ¢ HUME JOTOBOPOB O PACIOPSIKEHUM UMYIIECT-
BEHHBIMHU [IPABAMU UHTEJIEKTYaIbHOI COOCTBEHHOCTH.

Knwuesvie crosa: KOMMepIuaan3anuAa rmpaB I/IHTe]IJIeKTyaJIBHOﬁ CO6CTB6HHOCTI/I, MHHOBAITWUH.
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